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Questions

I.

Analysis of current law and case law

The Groups are invited to answer the following questions under their national laws:

1.

Do the laws of your country provide for protection against dilution of a trademark? If
so, which laws?

The Argentine law does not contain any express provision about dilution.

2.

Is there a legal definition of dilution in your legislation or case law?

There is no statutory definition of dilution. However, references to dilution can be
found in several court decisions. Most notably, in re Stanton & Cia. v. Companhia
Cervejaria Brahma it was held that “the damage is caused by blurring and loss of
exclusivity of the mark if coexistence with a group of similar trademarks were allowed,
as the link between the mark and the product would be broken”. Similarly, in re Sutter
Finanziaria S.p.A. v. Suter S.A. the court noted that “valuable trademarks” should be
protected “from the decline of their distinctiveness through blurring or dilution and of
the breach of the association of a given trademark with a product“. The courts have
used in other cases variations of these definitions.
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3.1.

Which trademarks are afforded protection against dilution? What are the eligibility
criteria? (Please only briefly list the eligibility criteria here; more detailed explanations
will be required below).

Argentine courts have granted protection to well known marks preventing use and
registration by third parties thereof for unrelated goods or services. Yet, in most
cases, the decisions were aimed at preventing confusion among consumers as to the
origin or source of the goods. Our courts have not been consistent and have
interpreted dilution broadly, even in cases in which none of the trademarks involved
could be deemed famous.
Only recently have more thorough judicial findings granted the special protection
derived from the dilution doctrine to unique and well known trademarks against
identical or almost identical marks, even for unrelated goods and services.

3.2.

To be eligible for protection against dilution, does a mark need to be distinctive? If so,
does the protection depend upon the mark being inherently distinctive or are marks
that have acquired distinctiveness through use also protected?

Full trademark protection depends on registration and in order to achieve registration
our law requires trademarks to be distinctive. Our law does not provide acquisition of
distinctiveness through use.

3.3.1

To be eligible for protection against dilution, does a mark need to have a reputation or
be well known or famous? If so, when does a mark have a reputation, when is it well
known or when is it famous? Are the factors mentioned in paragraph 15 and 22
above relevant for determining whether a mark has a reputation, is well known or
famous? For what point in time does this have to be assessed?

In some cases, our courts have granted protection against dilution by broadly
applying the term within infringement cases to questionably famous marks. However,
in recent decisions the judges have analyzed the dilution doctrine in a more
comprehensive manner granting this special protection only to the owners of well
known marks. In Argentina there is no distinction between well known, famous or
renowned trademarks. Reputation is derived from the fact that the mark is widely
known and recognized by the consumers in general. Several factors may influence
recognition, including but not limited to: duration, extent, and geographic area of use;
duration, extent and geographic area of advertising; volume of sales and value
associated to the mark. These factors are normally assessed at the time a decision is
issued by the Judge, but it may be required, in some cases, that recognition is already
established at the time of initiation of the complaint or the date on which an
application was filed.

3.3.2

For a mark to have a reputation or to be considered well known or famous, must it
meet a certain knowledge or recognition threshold? If so, what is that threshold?
What percentage of population awareness is required? How widespread must the
awareness be across the country? If a mark is well known or famous in one country,
what effect, if any, does this have with regard to other countries?

Our courts have regarded a mark to be well known when the public at large (and not
merely the public concerned by the particular goods or services associated to the
trademark) are familiar with it. There are no formulas or percentages; the necessary
extent of recognition is evaluated on a case-by case basis, considering the nature of
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the product, the extent of its use and other factors. Recognition of the mark in other
countries would not suffice to establish the status of well known in Argentina.

3.3.3

What is the relevant population in determining the knowledge, recognition or fame of
the mark, the general public at large or the relevant sector of public? Is recognition or
fame in a limited product market (“niche market”) sufficient?

The relevant population in determining the knowledge, recognition or fame of the mark
is the general public at large. Recognition in a “niche market” would not typically
suffice to support a dilution claim.

3.4.

To be eligible for protection against dilution, is it required that the mark has been
used in, or that the mark has been registered or that an application for registration of
the mark has been filed in the country where protection is being sought?

To be eligible for protection against dilution, a mark should be well known; that is,
recognized by the public at large, regardless of its use and/or registration. However, it
would be difficult to achieve such a reputation —which normally implies strong
advertising campaigns— without use in the country where protection is sought and
without having acquired trademark protection.

3.5.

Are there any other criteria a mark must comply with to be eligible for protection
against dilution?

The mark should be unique and not only well known in order to be eligible for
protection against dilution. However, the courts have granted protection against
dilution to well known marks that were not unique. Also, the junior trademark should
identify goods or services dissimilar and not related to those associated to the well
known mark.

3.6.

Is eligibility for protection against dilution a matter of law or an issue of fact? Who
bears the burden of proof regarding the eligibility criteria? How does one prove that a
mark meets the eligibility criteria? Are sales and advertising figures sufficient or is
survey evidence required? Which evidential standard must this proof satisfy?

Eligibility for protection against dilution is definitely an issue of fact to be decided on
a case-by-case basis. The party who requests the exceptional protection derived from
the dilution doctrine bears the burden of proof: it must not only prove that the mark is
famous or well known (usually with sales figures and advertising figures including
duration and geographic reach of advertising), but also that it is unique, so that use of
a junior mark on goods unrelated to those typically associated to the senior mark
would adversely affect the exclusive link „trademark-product“. Surveys are not
usually used although they could be valuable.

3.7.

Is there any registry of eligible marks in your country? If so, what is the evidentiary
value of registration? Can it be challenged in litigation?

In Argentina there is no registry of eligible marks for protection against dilution. They
are considered on a case-by-case basis. Even if it existed, its evidentiary value could
be challenged in litigation.
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4.

Does your law require the existence of a ‘mental association’ or ‘link’ between the
earlier trademark and the later trademark? If so, in which circumstances does a
‘mental association’ or ‘link’ between the earlier trademark and the later trademark
exist? Are the factors mentioned in paragraph 27 and 28 above relevant for
assessing the existence of such a ‘mental association’ or ‘link’? Are there other
factors to take into account? Is the assessment of a link a question of fact (so
something that can be established by market surveys), or is it a question of law to be
established by the courts or authorities on the basis of such factors?

Since protection against dilution is not expressly provided for in Argentine law, there
are no statutory references to the existence of a mental link between the earlier and
the later trademark as a requirement to determine dilution.
On the other hand, from Argentine court decisions related to dilution, it transpires that
if a unique well known trademark is used by a third party, use of the junior trademark
would trigger in the public recollection of the senior trademark.
Identity or very strong similarity between the senior and junior trademarks has been
reckoned as a significant factor in establishing dilution, in the sense that such identity
or resemblance would conjure up an association between the later trademark and the
earlier one, to the extent the latter is distinctive and unique (exclusive) and enjoys
recognition/reputation in the public at large.
In determining where such link or association may exist, the courts would compare
the signs at issue and merit any evidence in connection with the recognition claimed
by the earlier trademark, its degree of distinctiveness and its exclusivity or
uniqueness.
Market surveys are seldom used in trademark litigation in Argentina; survey evidence
would usually require additional proof to determine either the status of well known,
the degree of exclusivity or the claim to the existence of a link between the
trademarks.

5.

Does such ‘mental association’ or ‘link’ between the earlier trademark and the later
trademark automatically result in detriment to the earlier trademark‘s repute or
distinctive character? Or does detriment have to be proved over and above the
existence of a ‘mental association’ or ‘link’?

To establish dilution or risk of dilution, local courts have not required proof of actual
dilution. The possibility that consumers may link or associate the earlier and the later
trademarks has been deemed sufficient to cause detriment to the distinctive character
of the senior unique well known trademark.

6.

Are the same factors taken into consideration to assess the existence of detriment as
those already discussed for the link? Are there additional ones?

The same factors discussed in relation to the link are taken into consideration to
assess the existence of detriment.

7.

Must actual dilution be proved or is a showing of likelihood of dilution sufficient?
Whose burden of proof is it? How does one prove dilution or likelihood of dilution?
Does detriment require evidence of a change in the economic behaviour of the
average consumer or that such change in behaviour is likely? If so, what is a change
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in the economic behaviour of the average consumer? Is reduced willingness to buy
goods sold under the earlier mark a change in the economic behaviour? How do you
prove a change in the economic behaviour of the average consumer or likelihood of
such change in behaviour?
Actual dilution need not be proved in Argentina. It is sufficient to invoke likelihood of
dilution of the earlier trademark resulting from the identity or strong similarity of the
later trademark vis-à vis the earlier unique and well known trademark. The plaintiff has
the burden of proof and should produce evidence of the degree of recognition,
distinctiveness and uniqueness of its mar, so that an association between both can be
established thus impairing the exclusivity or uniqueness of the ealier trademark. No
proof of changes in the economic behaviour of consumers has been required to
establish dilution or likelihood of dilution in local case law.

8.

What is the extent of protection afforded to marks which are eligible for dilution
protection? May the owner of the earlier trademark object
• to the registration of a later trademark? Yes.
• to the actual use of a later trademark? Yes.
• in respect of dissimilar goods only or also in respect of similar goods? Protection
against dilution applies only when a junior trademark which is identical to a
well known unique senior trademark is registered/used in respect of
dissimilar goods, since likelihood of confusion provides the grounds for
objection when goods are the same while risk of association or indirect
confusion would apply when goods are similar or related.

9.

What are the legal remedies? May the owner of the earlier trademark file an
opposition and/or a cancellation action? May he ask for injunctive relief or preliminary
injunctive relief? Does your trademark office refuse the registration of a later
trademark on grounds of likelihood of dilution?

The owner of the earlier trademark might either oppose or seek cancellation of a junior
trademark which is likely to cause dilution of the earlier trademark. The opposition
should be lodged before the Trademark Office, though courts would ultimately rule on
the merits. The cancellation action can only be brought before courts.
Taking into account that protection against dilution is an exceptional remedy, and that
immediate damage is most difficult to prove in a dilution claim, it is unlikely that
courts would grant injunctive relief based solely on dilution.
The Trademark Office has no authority to refuse registration of a later trademark
based on dilution.

II.

Proposals for adoption of uniform rules

The Groups are invited to put forward proposals for adoption of uniform rules with a view to
protecting trademarks against dilution. More specifically, the Groups are invited to answer
the following questions:
1.

Which trademarks should be eligible for protection against dilution? What should the
eligibility criteria be? Should recognition or fame in a limited product market (“niche
market”) be sufficient?

To be eligible for protection against dilution, the mark should be well known by the
public at large. Recognition in a niche market should not suffice for a trademark to be
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protected against dilution. Moreover, the trademark should not only be well-known but
also unique, in the sense that it should not coexist with other identical marks
registered for different goods or services.
Furthermore, the following conditions should concurrently apply in order to obtain
protection against dilution:
a. The allegedly conflicting marks should be identical. Protection against dilution
should not proceed where the marks at issue are similar, even if they are
confusingly similar. Since dilution is an extraordinary remedy aimed at protecting
the exclusive association between a unique well known trademark and the
goods/services on which it is typically used, it would not be reasonable or
advisable to expand such remedy to include signs which are similar, though not
identical, to the well known mark, since no damage to the exclusive association
“trademark-product” can occur when the marks are not identical.
b. The junior trademark (third party’s mark) should identify goods or services
unrelated to those associated to the well known mark.
Depending on the circumstances, other grounds (such as likelihood of direct/indirect
confusion, risk of association, misappropriation of fame) might be invoked to protect
a well known trademark against registration or use of a similar (not identical) junior
trademark, or to protect the well known trademark against use of an identical junior
trademark on goods or services identical or related to those associated to the well
known trademark.

2.

Should it be a criteria for being eligible for dilution protection that the mark has been
used in, or that the mark has been registered or that an application for registration of
the mark has been filed in the country?

Registration or use of the well known trademark in the country where protection
against dilution is sought should not be a requirement for said mark to be eligible for
dilution protection. However recognition of the trademark by the public at large in the
country where the owner seeks protection against dilution should be required.

3.

Should there be a registry of eligible marks? If so, what should the evidentiary value
of registration be? Should it be possible to challenge it in litigation?

There should not be a registry of well known trademarks nor of those eligible for
protection against dilution. It is extremely difficult to set uniform standards to
establish well known status, insofar recognition of a trademark results from a plurality
of circumstances which may not necessarily concur, or may not bear the same
relevance in every case and which may not remain constant in time.

4.

Should the existence of a ‘mental association’ or ‘link’ between the earlier trademark
and the later trademark be an independent requirement for a trademark dilution
claim?

The existence of a “mental association” or “link” between the earlier trademark and
the later trademark should not be an independent requirement for a trademark dilution
claim. To the extent the later trademark is identical to the senior well known,
distinctive and unique trademark, the association between both trademarks would be
conjured up in the mind of consumers.
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5.

Should detriment to the distinctive character or reputation of the earlier mark require
evidence of a change in the economic behaviour of the average consumer or that
such change in behaviour is likely?

Under the conditions outlined in our reply to II.1. above, the distinctive character or
reputation of a unique well known earlier trademark would necessarily be impaired if a
later trademark identical to the earlier one were used or registered on goods or
services unrelated to those typically associated to the senior trademark. No evidence
should be required to prove actual dilution.

6.

What should the remedies be for dilution of a mark?

The owner of a unique well known trademark should be entitled to prevent dilution of
its mark by opposing or seeking cancellation of the junior trademark. Since dilution is
an exceptional cause of action, neither injunctive relief nor recovery of damages
should be available remedies in cases based exclusively on dilution.
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Summary
There is no statutory protection against dilution in Argentina. References to dilution
can be found in several court decisions and protection to prevent detriment to the
distinctiveness and uniqueness of well known marks has been granted. To be eligible
for protection against dilution, a trademark should not only enjoy recognition by the
public at large but should be unique as well. Dilution should be an exceptional remedy
to be applied only in those cases where the traditional grounds for action (likelihood
of confusion, likelihood of association as to the source of the goods, bad faith,
misappropriation of reputation) would not apply. To establish dilution, the marks at
issue should be identical and the later mark used on goods or services unrelated to
those typically associated to the earlier trademark. Evidence of actual dilution or
detriment should not be required.

Résumé
La loi argentine n’établit aucune protection contre la dilution. Il existe certaines
références à la dilution dans plusieurs cas de jurisprudence, où on a concédé de la
protection afin d’éviter la perte de la valeur distinctive ou unicité de marques
reconnues. Pour mériter de la protection contre dilution, une marque doit non
seulement être reconnue par le public en général, mais elle doit en plus être unique
(exclusive). La dilution devrait être un recours exceptionnel, applicable uniquement
dans les cas où les causes d’action traditionnelles (risque de confusion, risque
d’association quant à l’origine, mauvaise foi, profit incorrecte du prestige de l’autre)
ne seraient pas applicables. Afin de déterminer dilution, les marques confrontées
devraient être identiques et la marque postérieure devrait être employée sur des
produits ou services non liés à ceux qui sont habituellement associés à la marque
préalable. On ne devrait pas exiger de preuve de l’existence de dilution ou nuisance
effective.

Zusammenfassung
Das argentinische Recht sieht keinen Schutz gegen Verwässerung vor. Bezugnahmen
auf Verwässerung sind jedoch verschiedentlich in der Rechtssprechung zu finden und
es wurde Schutz gewährt, um Verlust der Unterscheidungskraft oder der
Einzigartigkeit wohlbekannter Marken zu verhindern. Um gegen Verwässerung
schutzberechtigt zu sein, bedarf die Marke nicht nur der Anerkennung durch die
Allgemeinheit, sondern auch der Einzigartigkeit. Verwässerung sollte nur ein
Ausnahmbehelf sein, und zwar im Falle der Unanwendbarkeit anderer herkömmlichen
Tatbestände (Verwechslungsgefahr, Gefahr des Inverbindungbringens in Bezug auf
Herkunft, Unredlichkeit, rechtswidrige Ausnutzung des guten Namens anderer). Zur
Feststellung eines Vorliegens von Verwässerung müssten die gegenübergestellten
Marken genau gleich sein und die spätere Marke zur Kennzeichnung von Waren und
Dienstleistungen verwendet werden, die man für gewöhnlich nicht mit der früheren
Marke in Zusammenhang bringt. Nachweis des Vorliegens tatsächlicher
Verwässerung oder Schädigung sollte nicht gefordert werden.
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