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Questions
I. Analysis of current legislation and case law
1)

Are GIs and/or AOs protected under your Group's current law?

GIs and AOs are protected as described in Paragraph 1 of Report – Question – Q191,
attached hereto.
2)

If yes, please briefly describe the following:
a) How AOs and GIs are defined and the prerequisites (in particular the type, nature
and intensity of link with a territory).

AOs are limited in the US to certain viticulture areas, American Viticultural Areas, and their
use is controlled by the US Bureau of Alcohol, Tobacco, Firearms, and Explosives. It is
governed by enacted federal regulations: 27 CFR 4.25. The term “appellation of origin” is
not defined in the regulation.
The US is a WTO nation and adoptee of TRIPs. It has adopted the WTO definition of
"geographical indications" as indications that identify a good as "originating in the territory of
a Member, or a region or locality in that territory, where a given quality, reputation or other
characteristic of the good is essentially attributable to its geographic origin.”
However, GI protection is obtained by federal registration of a trademark usually as a
collective, certification, or membership mark. There is a specific provision for rejection of a
trademark application which consists of or includes a GI for a wine or spirit, or codified in
Section 2(a) of the Lanham Act:
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No trademark by which the goods of the applicant may be distinguished from the
goods of others shall be refused registration on the principal register on account of its
nature unless it–
(a) Consists of or comprises ... deceptive ... matter;… or a geographical indication
which, when used on or in connection with wines or spirits, identifies a place
other than the origin of the goods and is first used on or in connection with wines
or spirits by the applicant on or after [January 1, 1996].
15 U.S.C. §1052(a).
b) Whether that protection is provided by sui generis laws; solely as aspects of other
laws, such as by registration as collective or certification marks; or by other (and if
so, what) means.
See also Paragraph 2 of Report – Question – Q191.
There are no sui generis laws devoted to AOs or GIs. However, broad protection is afforded
under the general US trademark and advertising/unfair competition law.

See Report –

Question – Q191, specifically “If so what are the criteria of registrability?”
c) If GIs and/or AOs are protected by sui generis laws, whether your Group's laws
provide for a system of registration. If so, what are the steps of this procedure
including the content of the application and the possibility of opposition by third
parties?
GIs and AOs are not protected by sui generis laws.
3)

If your country does not protect GIs and/or AOs, was this a deliberate decision and, if
so, why?

Not applicable. GIs and AOs are protected as trademarks, certification marks, collective
marks and membership marks.
4)

What are the grounds of invalidity/loss of rights for GIs and/or AOs under your
Group's law (e.g. becoming generic, lack of use, not paying fees) and where can
such be invoked (which court, office etc.)? Please specify the applicable test, how
such is proven (e.g. consumer surveys, expert advice, dictionaries, etc.) and who
bears the burden of proof.
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As has been stated, GIs and AOs with the exception of the American Viticultural Areas
(AVAs) administered by The Alcohol Tobacco Tax and Trade Bureau (TTAB), are accorded
protection at common-law and can be registered as trademarks, collective marks,
certification marks, or membership marks as may be appropriate.

See the discussion

thereof in Report – Question – Q191 paragraphs 1 and 2 and 3.

The grounds for

invalidity/loss of rights are generally the same as for trademarks.
5)

What is the scope of protection of Gls/AOs under your Group's current law?

Protection is against deceptive misuse of the specific GI/AO.
6)

Against what kind of conduct are Gls/AOs protected? For example, against use
misleading consumers, parasitism and free riding.

GIs/AOs are protected against uses which deceive, mislead or confuse consumers.
7)

Who has legal standing to protect a GI/AO. For example, individual producers,
consortiums and associations, public bodies.

Legal standing to assert protection of GI/AO resides with individual producers and traders.
8)

What remedies are available in the case of violation of rights in a GI/AO?

Remedies for the successful litigant could include damages, legal fees and injunctive relief as
well as corrective advertising.
9)

How does your Group's law regulate the conflict between a GI/AO and a prior
trademark? Does the GI/AO or the trademark prevail or do they coexist? Under what
conditions?

There is no regulation specific to a conflict between a GI/AO and a trademark. The case is
regulated as one involving trademark infringement and unfair competition.
10)

Is there any specific provision or practice concerning the inclusion of a GI/AO in a
domain name?

No.
11)

Is there anybody that administers Gls/AOs in your country and/or is responsible for
the verification of compliance of goods bearing a GI/AO? Please briefly describe the
relevant processes, e.g. the process by which compliance with product specifications
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is verified before such goods are put on the market and/or the subsequent market
controls on such goods?
There is no separate body administering GIs/AOs in the United States.

Individual

membership or certifying organizations supervise their members’ use.
12)

Please describe any other developments in your country in relation to GIs or AOs
which you consider relevant, including any proposals for reform. For example, to the
extent that your country has been involved in any negotiations or discussions
regarding the protection of GIs and AOs in any fora, such as multilateral, regional or
bilateral agreements, please specify whether your country is negotiating or has
signed any agreement with other countries that includes provisions on AOs/Gls and
whether it was necessary to amend domestic legislation as a result of such
agreements.

We are not aware of any current activity to expand or change protection for GIs and AOs.
II. Proposals for improvements and for harmonisation
13)

Should there be harmonised definitions of AOs and GIs? If so, please propose
appropriate definitions and prerequisites.

No. There is no need for harmonized definitions of AO’s and GIs.
14)

Should there be a registration procedure for AOs and GIs? If so, what should its key
features be? For example, content of the application; examination by competent
bodies; possibility of opposition by third parties.

No. Adequate protection of user and consumer is available in the present system.
15)

What should the grounds of invalidity/loss of rights for GIs and/or AOs be? For
example, becoming generic, lack of use, not paying fees. Please specify what the
applicable test should be, how such should be proven and who should bear the
burden of proof.

The sole grounds of invalidity should be loss of distinctiveness and misuse through false
application resulting in consumer deception.
16)

How should conflicts between Gls/AOs and prior trademark rights be regulated?

See discussion in Report – Question – Q191.
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17)

What scope of protection should Gls/AOs have and should it matter if these are
domestic or foreign? Against which conduct by third parties should they be protected?

The scope of protection should be limited to that necessary to protect its function as an
accurate indicator to consumers of services or qualities.
18)

Who should have legal standing to protect a GI/AO and which remedies are
appropriate?

The owners or participants in the area and industry identified by the GI/AO.
19)

Should there by a specific provision or practice concerning the inclusion of a GI/AO
in a domain name?

No, not in addition to prohibiting misleading and deceptive domain names.

Responses to this Questionnaire
Groups are requested to submit responses to this questionnaire by May 29, 2017.
Responses should be sent by email to StandinqCommittees@aippi.org and should clearly
indicate that they are responses to this questionnaire.
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